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Art Unit: 1652 

Applicant's election with traverse of Group I, claims 86-110 and 151- 
154 in the reply filed on 7/15/04 is acknowledged. The traversal is on the 
ground (s) that the rules of unity of invention under 35 USC § 371 and PCT rule 
13 have not been met. This is not found persuasive because of the reasons 
discussed infra: 

(1) Applicants argue that the European searching authority when mak- 
ing the search has already determined that there was unity of invention. It 
is pointed out that rules for examination of patents in Europe and the U.S. 
vary widely and what is done in one jurisdiction is not binding upon the ot- 
her jurisdiction. This is a 35 USC § 371 U.S. application and will be exam- 
ined according to U.S. rules and practice. 

(2) Applicants further argue that w [ a] ccording to Article 27, para- 
graph of the PCT, it is not possible for a National Office, as the Examiner 
attempts here, to add additional requirements to those of the PCT treaty and 
implementing Rules. The instant paragraph states *(U No national law shall 
require compliance with requirements relating to the form or contents of the 
international application different from or additional to those which are 
provided for in this Treaty and the Regulations." The instant unity of in- 
vention requirement does not relate to "form or contents of the international 
application different from or additional to those which are provided" by the 
PCT treaty and rules. It relates to examination rules and unity of inven- 
tion/restriction practice in the U.S. Therefore this argument has no bearing 
upon the instant discussion. 

(3) Finally applicants argue that the examiner has applied Rule 13 
incorrectly in that the "single inventive concept" is an anti-Factor VIII 
allo-antibody which is capable of degrading Factor VIII in a mammal. This is 
not found persuasive because the groups that will be examined, listed infra, 
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are drawn to methods of determining the presence of anti-Factor VIII allo- 
antibodies, anti-Factor VIII antibodies, individual amino acid sequences and 
analogs of them, a method of neutralizing catalytic anti-Factor VIII alio- 
antibodies and an anti-Factor VIII allo-antibody inhibitor. The remaining 
claims are drawn to methods of treatment and pharmaceutical compositions. 
These are additional methods and the compound used for them than the methods 
that will be examined. 

The requirement is still deemed proper and is therefore made FINAL. 

After further consideration the examiner will examine claims 86-123, 
141-143 and 151-154. Claims 124-140 and 144-150 are withdrawn from further 
consideration pursuant to 37 CFR 1.142(b), as being drawn to a nonelected 
invention, there being no allowable generic or linking claim. Applicant 
timely traversed the restriction (election) requirement in the reply filed on 
7/15/04. 


This application does not contain an abstract of the disclosure as 
required by 37 CFR 1.72(b). An abstract on a separate sheet is required. 

This application contains sequence disclosures that are encompassed by 
the definitions for nucleotide and/or amino acid sequences set forth in 37 
CFR 1.821(a) (1) and (a) (2). However, this application fails to comply with 
the requirements of 37 CFR 1.821 through 1.825 because at least the sequences 
on page 5, 7, 20, claims 111-113, 121-123, 135-137, 141-143 and 148-150 are 
not labeled as to SEQ ID NO. Also, there is reference made to specific resi- 
dues in the sequence of Factor VIII but the sequence of this protein is not 
included in the CRF or written sequences. Because the application could be 


Application/Control Number: 10/031,938 Page L 

Art Unit: 1652 

examined without this disclosure this has been done but it must be included 
in the patent file before any patent can be issued. 

The disclosure is objected to because of the following informalities: 
The specification refers to figures but no figures were submitted with 
application filed on 1/22/02. However, the transmittal letter filed on that 
date states that a copy of the application is attached and a 35 USC § 371 case 
the file is supposed to be identical with the PCT application, which contains 
the figures. The patent office apparently lost the drawings filed with this 
application. The easiest way to put the figures into this 371 application is 
for applicants to include them in an amendment. This would not be new mat- 
ter. 

There is no recitation of "Figure 3 A-C" in the Brief Description Of 
The Drawings. Neither is there an explanation of the different lanes or the 
conditions in A-C of the instant figure. Applicants should be careful not to 
include "new matter'' in adding this information. 

Appropriate correction is required. 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 111-116, 141-143 and 151-154 are rejected under 35 U.S.C. 101 
because the claimed invention is directed to non-statutory subject matter. 
In U.S. patent practice there must be some indication of the intervention of 
the "hand of man" in product claims. Adding "isolated" or a similar term to 
the instant claims would overcome this rejection. 
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Claims 111-113 are rejected under 35 U.S.C. 101 because the claimed in- 
vention is not supported by either a specific or substantial asserted utility 
or a well established utility. 

The instant claims are drawn to specific amino acid peptides. Presum- 
ably these are the regions of cleavage of Factor VIII by the allo-antibody of 
the claims. There is not disclosed or asserted any specific or substantial 
use for these peptides. Presumably if the peptides were added to the Factor 
VHI/allo-antibody mix they would be cleaved and thus would not be inhibitors 
of the reaction. The statement on page 16 that Figure 4 shows that "increas- 
ing amounts of unlabelled Factor VIII [added to a fixed concentration of la- 
beled Factor VIII] resulted in dose-dependent inhibition of hydrolysis. ..by 
anti-Factor VIII IgG" is not agreed with. Figure 4 shows that when more Fac- 
tor VIII is added the rate of hydrolysis increases, not decreases. If the 
examiner has mischaracterized this then applicant should point this out in 
detail. At any rate, these 3 peptide are not Factor VIII and applicants have 
not shown that these peptides would inhibit the activity of the antibody or 
any other utility. 

Claims 111-113 are also rejected under 35 U.S.C. 112, first paragraph. 
Specifically, since the claimed invention is not supported by either a speci- 
fic or substantial asserted utility or a well established utility for the 
reasons set forth above, one skilled in the art clearly would not know how to 
use the claimed invention. 

Claims 86, 106, 108-110, are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 
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Claim 86 is confusing and indefinite in the recitation of "said Factor 
VIII has effectively been degraded../' on lines 8-9, What is meant by "effec- 
tively". Is it meant to be any degradation that can be shown e.g. on a PAGE 
gel, that Factor VIII has b een completely degraded, that Factor VIII no lon- 
ger has any activity in the clotting process, some intermediate between these 
states, etc.? 

Claims 106, 108 and 109 are indefinite in the recitation of "such as". 
It is not known whether this limitation is meant to be limiting or simply il- 
lustrative . 

Claim 110 is indefinite in the recitation of "said sequencing". There 
is no antecedent basis for this phrase in claim 104. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 

Claims 114-116, 121-123 and 141-143 are rejected under 35 U.S.C. 112, 
first paragraph, as failing to comply with the enablement requirement. The 
claim(s) contains subject matter which was not described in the specification 
in such a way as to enable one skilled in the art to which it pertains, or 
with which it is most nearly connected, to make and/or use the invention. 

The instant claims are drawn to analogs of the three peptide sequences 
that are presumably the cleavage sites for the anti-Factor VIII allo-anti- 
body. The specification does not teach that an analog has been made nor that 
this analog will inhibit the activity of the antibody. Furthermore the spe- 
cification does not teach which analogs should be made and used. Therefore, 
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the specification does not enable one of ordinary skill in the art to make 
and/or use analogs as in the instant claims. 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published 
under section 122(b), by another filed in the United States before the in- 
vention by the applicant for patent or (2) a patent granted on an applica- 
tion for patent by another filed in the United States before the invention 
by the applicant for patent, except that an international application filed 
under the treaty defined in section 351(a) shall have the effects for pur- 
poses of this subsection of an application filed in the United States only 
if the international application designated the United States and was pub- 
lished under Article 21(2) of such treaty in the English language. 

Claims 111-113 are rejected under 35 U.S.C. 102 (b or e) as being anti- 
cipated by 111, et al. (A), Lollar, et al . (B) or Voorberg (C) . Ill, et al . 
teach SEQ ID NO: 1-3 at residues 392-398, 820-826 and 934-940, respectively of 
SEQ ID NO:3. Lollar, et al . teach SEQ ID NO: 1 at residues 1-7 of SEQ ID 
NO:4 and SEQ ID NO:2-3 at residues 1681-1687 and 1795-1801 of SEQ ID NO:2, 
respectively. Voorberg teaches SEQ ID NO: 1-3 at residues 392-398, 1010-1016 
and 1124-1130 of SEQ ID NO:2, respectively. 

Claims 151-154 are rejected under 35 U.S.C. 102(b) as being anticipated 
by either of Fulcher, et al . (U) , Gilles, et al . (V), Fi jnvandrast , et al . 

(W) , Saenko, et al . (X and U-l) or Goldsmith (V-l) . Fulcher, et al,, Gilles, 
et al . , Fi jnvandrast, et al . , Saenko, et al . (U-l) and Goldsmith each teach 
an anti-Factor VIII allo-antibody in at least the abstract. Saenko, et al. 

(X) teach the antibody in at least the last full paragraph on page 11601. 


Application/Control Number: 10/031,938 Page 8 

Art Unit: 1652 

The instant claims are drawn to the antibody (1) which has catalytic activi- 
ty, (2) is obtainable by the method of claim 86 and (3) that cleaves certain 
bonds. The catalytic activity is an inherent characteristic and does not af- 
fect the patentability of the product per se. Likewise the particular bonds 
that it cleaves is an inherent characteristic. Claim 152 states that the an- 
tibody is "obtainable" by the method of claim 86, which method assays for de- 
gradation of Factor VIII. However, the antibody may be obtained from other 
sources and still meet the requirements of the instant claim. 

Claims 117-120 are allowed. Claims 87-105 and 107 are objected to as 
being dependent upon a rejected base claim. 

Copies of Fulcher, et al. (U) , Gilles, et al . (V), Fi jnvandrast , et al . 
(W) and Saenko, et al. (X and U-l) are not being sent because they were cited 
in the corresponding PCT search report. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Charles L. Patterson, Jr., PhD, whose 
telephone number is 571-272-0936. The examiner can normally be reached on 
Monday - Friday from 7:30 to 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Ponnathapura Achutamurthy, can be reached on 571-272- 
0928. The fax phone number for the organization where this application or 
proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status informa- 
tion for published applications may be obtained from either Private PAIR or 
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Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 


9197 (toll-free) . 


Charles L. Patterson, Jr. 
Primary Examiner 
Art Unit 1652 



Patterson 
September 8, 2004 


